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ContentsReputation Management seminar
On 17 October, the Intellectual Property and Technology Group 
hosted a seminar on reputation management with an overview 
of the myriad of legal issues that affect the reputation of 
businesses. Led by Arthur Yap and Oh Pin-Ping, speakers from 
the firm’s IP group, and joined by Trevor Cook, guest speaker 
from Bird & Bird UK, the seminar also covered tips on how to 
identify potential risks and formulate strategies to deal with 
them.  

Over 50 participants 
joined the event 
which included in-
house counsel and 
senior management 
from key industry 
players. 

For further information, or to register to receive invites for 
future seminars, please contact Audrey Goh at  
audrey.goh@twobirds.com

Successful participation at 
the Singapore International 
Energy Week 
Our Energy and Utilities practice group recently 
participated as an exhibitor at the Asia Future Energy 
Forum & Exhibition (AFEF) 2012. AFEF is part of the 
Singapore International Energy Week (SIEW), an 
annual week-long platform organised by the Energy 
Market Authority of Singapore for energy professionals, 
policymakers and commentators to discuss and share 
best practices and solutions within the global energy 
space. 

Our team at the event 
included Sandra Seah who 
heads the firm’s Energy 
and Utilities practice, Bird 
& Bird Hong Kong partner 
David Renton from our 
International Energy 
Sector Group as well as 

partners and associates from various practice groups 
within the firm.

Sandra Seah said: “AFEF in conjunction with SIEW 
presented a marvellous opportunity for the firm to 
showcase its energy and regulatory expertise in the 
home and the Asian markets, and to demonstrate to 
the industry players and regulators alike that we are 
committed and aligned to their needs. We are now 
garnering more market recognition in the Energy & 
Utilities sphere, and will continue to expend efforts on 
growing our portfolio of work in emerging markets.”

Dispute Resolution Group 
welcomes new associate

We welcome Cassandra Ow, who 
recently joined our Dispute Resolution 
Group as an associate. Her practice 
areas include civil and commercial 
litigation and arbitration. Prior to 
joining ATMD Bird & Bird LLP, she 
practised law in a leading local law 
firm.

Personal Data Protection law 
is enacted in Singapore
The Singapore Government passed the Personal Data 
Protection Act (PDPA) on 15 October 2012, the first law 
for general protection of personal data in Singapore. 
The PDPA is likely to come into effect in early 2013. 
The Act also establishes a Do-Not-Call registry for SMS, 
voice and fax marketing messages. Click here for an 
article on our website that details what you need to 
know about the new law. For more information on 
Data Protection law, contact Sheena Jacob at  
sheena.jacob@twobirds.com

http://www.twobirds.com/English/News/Articles/Pages/personal_data_protection_law_is_enacted_in_singapore_1012.Aspx
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The relevance of 
EPO decisions to 
Singapore
Main-Line Corporate Holdings 
Ltd vs DBS Bank Ltd

By Karol Goh
Main-Line Corporate 
Holdings Ltd (“Main-
Line”) is the owner 
of a patented method 
and system registered 
in Singapore on 
30 June 2003, 
that automatically 

determines the operating currency 
in which to process a transaction for 
a credit card, charge card or debit 
card at the point of sale between a 
merchant and the cardholder, without 
the need for any manual selection or 
intervention by the merchant and/or 
the cardholder to identify the card’s 
currency (“the Patent”).

Main-Line claimed that DBS Bank 
Ltd (“DBS”) had infringed the Patent, 
through the use of an automatic 
currency detection service (“Monex 
System”) provided by E-Clearing 
Singapore Pte Ltd. 

Prior to this case, Main-Line brought 
an action for infringement against 
United Overseas Bank Ltd (“UOB”) 
and First Currency Choice, UOB’s 
service provider (“UOB case”). In 
the UOB case, the defendants denied 
infringement and counterclaimed for 
revocation of the Patent. Both the High 
Court (the court of first instance) and 
Court of Appeal (the highest and court 
of final appeal) found that the Patent 
was novel and involved an inventive 
step, and dismissed the defendants’ 
argument on the issue of insufficient 
disclosure.  Both courts also found that 
the case for infringement was made 
out. 

In the present case, which was heard 
before the High Court, one of the 
arguments made by DBS was that 
the Patent was invalid because of 
the European Patent Office’s (EPO) 
recent invalidation of Main-Line’s 
corresponding European patent. DBS 
submitted that in light of the EPO’s 
decision, the court was entitled to 
revisit the issue of Patent’s validity, 
despite the decisions of the High Court 
and the Court of Appeal in the UOB 
case. 

The court considered the question of 
whether it was bound by the decision 
of the Court of Appeal in the UOB case 
in light of the recent EPO decision, and, 
if so, to what extent. The court found 

that it was not free to depart from 
the decision of the Court of Appeal, 
especially since Singapore, not being 
part of the European Patent Convention 
(“EPC”), was under a different legal and 
regulatory regime for patents, and thus 
in certain areas may apply different 
legal principles. 

The court also observed that even in 
the UK, which was party to the EPC, it 
was acknowledged that national courts 
may come to different conclusions from 
the European Patent Office (EPO) in 
essentially the same matters, despite 
the fact that the English courts strived 
for consistency with the EPO in matters 
of principle. Lower instance courts in 
the UK also continued to be bound by 
decisions of the House of Lords (now 
the UK Supreme Court), regardless of 
any EPO decision. 

After confirming that the Patent 
was valid, the court concluded that 
DBS had infringed the Patent, as the 
Monex System functioned in a manner 
equivalent to the essential integers of 
the Patent. The court found that since 
DBS knew about the Patent prior to the 
alleged infringing act and had benefited 
from transactions using the Monex 
System, DBS was liable for infringement 
of the Patent.   

The new age of 
international 
tax enforcement 
and exchange of 
information

By S. Sharma
It used to be that each 
country or territory 
could only apply 
and enforce its tax 
laws within its own 
borders. One tax 
authority would not 
provide information 

on its own taxpayers to foreign tax 
authority. Neither would a tax authority 
go out of its way to obtain information 
or documents it did not possess, just to 
provide them to a foreign tax authority. 
Not any more.

In recent years, Singapore has 
amended many of its double taxation 
agreements (DTAs) with treaty partners 
to allow for exchange of information 
under the OECD’s new international 
standard for information exchange. 
This means that a number of treaty 
partners can make, and in fact have 
been sending, requests for information 
to the Comptroller of Income Tax in 
Singapore on a whole range of matters 

that may not only concern income 
tax in Singapore but also other taxes 
not covered under the tax treaty. The 
information that can be, and probably 
has been, provided also involves 
disclosure by the Comptroller to a 
foreign tax authority about hitherto 
confidential tax matters of persons 
tax resident in Singapore and may 
also extend to the affairs of person not 
resident in Singapore, e.g. permanent 
establishments of foreign businesses 
such as branches of foreign banks or 
other financial institutions. Singapore 
has also substantially changed its 
income tax laws in early 2010 to 
provide specifically for exchange of 
information under DTAs and under 
separate arrangements.

Businesses carrying out international 
trade may wish to note the countries 
or territories with whom Singapore 
has agreed to such wide-ranging 
provisions for exchange of information. 
The information may be used by 
the foreign tax authority variously 
for tax assessment, collection, 
enforcement, assessment, prosecution, 
determination of tax appeals and may 
even be passed on to other government 
bodies that are not directly involved in 
tax administration but have oversight 
over the foreign tax authority. The 
information disclosed may also be 
used and disclosed in public court 
proceedings and in judicial decisions. 

These countries and territories include 
Albania, Australia, Austria, Bahrain, 
Belgium, Canada, China, Denmark, 
Finland, France, Greece, Georgia, 
India, Ireland, Isle of Man, Italy, 
Japan, Jersey, Malta, Mexico, Morocco, 
Norway, Panama, Qatar, Saudi 
Arabia, Slovenia, South Korea, Spain, 
Turkey, United Kingdom, Uzbekistan 
and Vietnam. Not all the exchange 
of information articles in the above 
DTAs may be in force, as some may be 
awaiting ratification. Notable absences 
from the countries/territories set out 
above currently include Germany, 
Indonesia and Malaysia. This does 
not mean those countries have no 
exchange of information provisions in 
their DTAs with Singapore. It means 
that the earlier standard for exchange 
of information subsists where either 
treaty party could more easily decline 
to provide the information sought. 
Under this earlier regime, among other 
things, matters protected by secrecy 
provisions in the Banking Act or the 
Trust Companies Act could not be 
disclosed at all by the Comptroller to 
the foreign tax authority. 

Under the new international standard, 
the Comptroller is required to notify 
the person who is believed to have the 
information, e.g. bank, and the person 
in respect of whom the information is 
sought, e.g. holder of the bank account, 
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and obtain an Order of the High Court 
to be given access to the information or 
copies of bank documents requested by 
the foreign tax authority.

There are several live issues arising 
from these tax changes on exchange of 
information that may have serious and 
far reaching implications for Singapore 
businesses in their cross-border 
dealings both with related parties and 
with non-related parties.

The Principle of 
‘Necessity’ in Pre-
Action Discovery
(Chin Mun Fong v Standard 
Chartered Bank [2012] SGCA 38)

By Mark Cheng
An important aspect 
of litigation is the 
discovery process, 
through which parties 
are required to 
produce documents 
in their possession, 
custody or power 

which are relevant to the issues in 
the case. Discovery may also be 
ordered before the commencement 
of proceedings, through the process 
of pre-action discovery. However, in 
order to succeed in an application 
for discovery, the applicant must 
satisfy the Court that the documents 
requested are both “relevant” and 
“necessary”. In the recent case of Chin 
Mun Fong v Standard Chartered Bank 
[2012] SGCA 38 (“Chin Mun Fong”), 
the Court of Appeal highlighted that 
an application for pre-action discovery 
would only be “necessary” where 
it enables the potential plaintiff to 
formulate his or her case for the 
purposes of commencing an action.

Brief Facts
In 2009, the Appellant gave the 
Respondent bank instructions to 
enter into a number of commodity 
investment transactions. A dispute 
arose as to the currency in which the 
returns would be paid to the Appellant: 
the Respondent claimed that it could 
unilaterally decide whether to pay 
the Appellant in US dollars or XAU (a 
unit of measurement for gold); the 
Appellant maintained that she had the 
sole right to decide whether to be paid 
in USD or XAU. 

By an application for pre-action 
discovery under O 24 r 6 of the Rules 
of Court, the Appellant thus sought to 
compel the Respondent to produce 
certain voice-logs of communications 
between herself and the Respondent. 
The application was dismissed at first 
instance. The Appellant’s appeal in the 
High Court was also dismissed. The 
Appellant then appealed to the Court of 
Appeal.

Holdings
In the circumstances, the sole issue 
before the Court of Appeal was whether 
the Appellant’s application for pre-
action discovery was “necessary”. 
Citing with approval the case of Kuah 
Kok Kim v Ernst & Young [1996] 3 
SLR(R) 485, the Court noted that the 
purpose of pre-action discovery is to 
assist a claimant in deciding whether 
he or se has a viable claim against 
the defendant. However pre-action 
discovery may not be granted where 
a plaintiff is seeking to strengthen 
an existing cause of action. In such 
a situation, discovery should only 
be allowed after the action has 
commenced. 

Accordingly, pre-action discovery 
would only be “necessary” where a 
potential plaintiff is unable to formally 
state a case as he does not yet know 
whether he has a viable claim, and 

requires pre-action discovery to fill the 
gaps in his knowledge. It is unnecessary 
where an individual is already in a 
position to commence proceedings.

The Court also stressed that when 
commencing an action, a plaintiff’s 
Statement of Claim need only contain 
facts and not evidence. It therefore 
follows that the function of pre-action 
discovery is to put an applicant 
in possession of sufficient facts to 
formulate a claim, as opposed to 
providing a claimant with evidence to 
assess the strength of his claim.

Applying the above to the facts, the 
Court found that the Appellant was 
already contemplating making claims 
against the Respondent for breach of 
contract and tortuous negligence, and 
had sufficient facts to formulate her 
case. Accordingly, since the Appellant 
already knew the basis for her intended 
causes of action, the discovery of the 
voice-logs was not “necessary” for 
her to institute her intended action. 
Allowing discovery of the voice-logs 
would only grant the Appellant the 
benefit of determining whether she 
was likely to succeed at trial. In the 
normal course, this is a benefit that the 
Appellant would only be entitled to in 
the discovery process after proceedings 
had commenced.

Further, the Court also highlighted 
that the communications recorded in 
the voice-log would be well within the 
realm of the Appellant’s knowledge. 
The situation must therefore be 
distinguished from cases where the 
claimant was not privy to the contents 
of the document sought. 

Accordingly, the Appellant’s application 
was dismissed.


